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Dear Sir: 

In response to the Office Action mailed July 5, 2006, reopening prosecution of the 
above-referenced application, Applicant hereby reinstates his appeal of the rejection of 
claims 1-8 and 12-18. Applicant files a timely Notice of Appeal contemporaneously 
herewith. Although the fees for submitting the Notice of Appeal and this Appeal Brief were 
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I. Real party in interest 
The inventor assigned 1 00% of his interest in the present invention to Eagle Protective 
Plastics, Inc., an Indiana Corporation having a place of business at 222 West 6 th Street, 
Jeffersonville, Indiana, 47130. 

II. Related appeals and interferences 
The appellant and appellant's legal representative know of no other appeals or 
interferences which will directly affect, or be directly affected by, or have a bearing on the 
Board's decision in this appeal. 

III. Status of the claims 

Claims 1-8 and 12-18 remain pending in the application and are the subject of this 
appeal. Claims 9-11, 19, and 20 have been withdrawn. 

Claims 1, 2, 5, and 6 are rejected under 35 U.S.C. §102(b) as being anticipated by U.S. 
Patent No. 3,951,284 to Fell et al. (the "'284 Patent"). 

Claims 1, 2, 5, 6, 13, and 17 are rejected under 35 U.S.C. § 103(a) as being obvious 
in view of the '284 Patent. 

Claims 3, 4, 12, and 16 are rejected under 35 U.S.C. § 103(a) as being obvious in view 
of the '284 Patent in combination with U.S. Patent No. 5,028,197 to Krein et al. (the "'197 
Patent"). 
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Claims 7 and 8 are rejected as being obvious in view of the 6 2 84 Patent combined with 
U.S. Patent No. 5,746,862 to Derby (the "'862 Patent"). 

Claims 14 and 18 are rejected as being obvious in view of the '284 Patent combined 
with U.S. Patent 4,516,906 to Krein (the " c 906 Patent"). 

Claim 15 is rejected as being obvious in view of the '284 Patent combined with U.S. 
Patent No. 3,456,834 to Paton (the '"834 Patent"). 

IV. Status of Amendments 
No amendment has been filed subsequent to the Office Action mailed November 23, 
2005, and all previous amendments have been entered. With the exception of the withdrawal 
of claims 9-1 1, 19 and 20 in the Office Action mailed November 23, 2005, the form of the 
claims for purposes of this appeal are those presented in the Amendment submitted by the 
appellant on March 11, 2004. As required, appellant includes a copy of the claims in the 
"Claims Appendix," infra. 

V. Summary of Claimed Subject Matter 
The present invention pertains to moisture proof liners for containers and, more 
particularly, to a liner and the related installation system where transfer of the cargo into and 
out of the container is through a side door. In its broadest terms, the invention includes a liner 
1 1 formed of impervious film having a first, elongated side panel 25, an opposite side panel 
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26, a top panel 27, a bottom panel 28, and first and second end panels 34 and 35: 




(Fig. 4, p.8, line 13-p.9, line 6). 

An access opening 40 is formed in at least the one side panel 25, such as for example by 
cutting, and is adapted for loading and unloading cargo from the side of the liner: 



30 26 



(Fig. 5,p.9, line 10). 
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Independent claim 1 relates specifically to the liner 1 1 comprising four elongated 
panels 25, 26, 27, 28 of impervious film adapted to substantially match the elongated sides, 
top, and bottom of a container 10 (Fig. 4, p.8, lines 19-21). First and second end panels 34 
and 35 complete the liner (also Figure 4). The liner 1 1 also comprises an access opening 40 
along at least one side panel adapted for loading and unloading cargo (Figure 2, p.9, line 10). 
A closure 45 is also claimed for sealing the opening 40: 



19 




(Fig.2, p.9, lines 20-22). 

Claim 2 requires an open tube 41 attached at one end to extend laterally from the 
opening to form a passage for loading and unloading cargo (Figure 5; p. 9, line 11). Claim 
3 adds to claim 2 the condition that the liner and tube are formed of plastic sheet (p.8, line 1 5) 
and that a heat seal bead 64 extends around the orifice between one side panel and the 
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adjacent one end of the tube 41 (Figure 4; p. 1 1, line 12). Claim 4 specifies a tie closure 45 
formed around the tube 41 and adapted to be tucked inside the container after loading (Figure 
5;p.9, line 21). 

Claim 5 requires that the access opening 40 is located at approximately the mid-point 
of one of the side panels 25 (Figure 1; p. 10, line 1). 

Claim 6 requires that the liner in claim 1 include a second access opening 40a, a tube 
41a in the second side panel substantially opposite the first opening, and a closure 45a for the 
second opening for loading/unloading cargo (Figure 3; p. 10, line 8). 

Claim 7 describes folds 29, 30 thereby allowing expansion for substantially filling the 
container when the panels are fully extended (Figures 4 & 5; p. 8, line 22). Claim 8 requires 
that the first and second end panels 34,35 are formed by folded end sections of the side panels 
and a heat seal bead 60 extending across the folds of the end sections (p. 10, line 22). Claim 
12 relates to the liner of claim 1 1 in combination with a source of air 20 for erecting the liner 
(Fig. l,p.8, line 10). 

Independent claim 13 relates to a liner for an elongated container for use in shipping 
cargo comprising four elongated panels 25, 26, 27, 28 of impervious film adapted to 
substantially match the elongated sides, top, and bottom of a container 10, each of the 
elongated panels having a first length (Fig. 4, p. 8, lines 19-21). First and second end panels 
34 and 35 complete the liner, each of the first and second end panels having a second length 
such that the first length is greater than the second length (Fig. 4, p.9, line 6). The liner 1 1 
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also comprises an access opening 40 along at least one side panel 25 adapted for loading and 
unloading cargo (Fig. 2, p.9, line 10). A closure 45 is also claimed for sealing the opening 
40 (Fig. 2, p.9, lines 20-22). 

Claim 14 specifies that the liner 1 1 of claim 13 is free-standing in the container (Fig. 
4, p.8, lines 4-12). Claim 15 adds the requirement to claim 13 that the first and second end 
panels 34, 35 are free of any openings (Fig. 4, p.9, lines 6-9). Claim 16 adds the requirement 
to claim 13 that at least one of the side panels includes a plurality of orifices 17, 18 enabling 
installation of the liner via air pressure (Fig. 1, p.8, line 5) 

Independent claim 17 relates to a liner for an elongated container for use in shipping 
cargo comprising four elongated panels 25, 26, 27, 28 of impervious film adapted to 
substantially match the elongated sides, top, and bottom of a container 10 (Figure 4, p. 8, lines 
19-21). Uninterrupted first and second end panels 34, 35 free of any openings complete the 
liner 1 1 (Fig. 4, p. 9, lines 6-9). The liner 1 1 also comprises a first access opening 40 along 
the first side panel 25 adapted for loading and unloading cargo (Fig. 4, p. 9, line 10). It also 
comprises a second access opening 40a along the second side panel substantially opposite the 
first opening for also loading and unloading the cargo (Fig. 3, p. 10, lines 8-14). Closures for 
said first and second openings 40, 40a to seal the liner against moisture and protect the cargo 
are also claimed (Fig. 2, p.9, lines 19-22). Claim 18 adds the requirement to claim 17 that the 
liner 1 1 is free-standing in the container (Fig. 4, p. 8, lines 4-12). 



Application Serial No. 09/684,032 8 
Appeal Brief dated August 7, 2006 

VI. Grounds of Rejection to be Reviewed on Appeal 
The Board must first determine whether the inventions set forth in claims 1, 2, 5, and 
6 are anticipated under 35 U.S.C. § 102(b) in view of the '284 Patent. Additionally, the Board 
must determine whether the inventions of claims 1, 2, 5, 6, 13, and 17 are "obvious" in view 
of the c 284 Patent. The Board also must determine if the inventions of claims 3, 4, 12, and 
1 6 are "obvious" in view of the '284 Patent combined with appellant's ' 1 97 Patent. Similarly, 
the Board must determine if the inventions of claims 7 and 8 are "obvious" in view of the 
'284 Patent combined with the c 862 Patent. The Board also must determine if the inventions 
of claims 14 and 18 are "obvious" in view of the c 284 Patent combined with the '906 Patent. 
Finally, the Board must decide if the invention of claim 15 is "obvious" in view of the '284 
Patent combined with the '834 Patent. 



VII. Argument 

I. Claims 1,2, 5, and 6 Are Not Anticipated by the 6 284 Patent. 

With regard to the anticipation rejections, the '284 Patent fails to teach each and every 
limitation of claims 1,2, 5, and 6. The examiner expressly acknowledges this point, yet 
maintains the rejections under 35 U.S.C. § 102(b). Most recently, on page 4 of the Office 
Action mailed November 23, 2005, the examiner states, ". . . Fell et ah [the '284 Patent] do 
not explicitly teach the opening in the side of the liner. . . ." (emphasis added). Instead, it 
merely shows the conventional opening formed in the end panel of the liner. As claims 1 , 2, 
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5, and 6 clearly require "an access opening along at least one side panel" appellant is baffled 
by the rejections since the examiner has not shown with the requisite strict identity that each 
and every limitation of the rejected claims is met by the '284 Patent (which is of course an 
unwavering requirement for maintaining an anticipation rejection). Accordingly, reversal of 
the rejections is in order. 

II. Claims 1-8 and 12-18 Are Not Rendered Obvious By The "284 Patent Taken 
Alone or In Combination With Other Patents. 

A. The '284 Patent Taken Alone fails to Render 
Claims 1, 2, 5, 6, 13, and 17 Obvious 

As set forth above, claims 1,13, and 1 7 expressly require a moisture proof liner for an 

elongated container for use in shipping cargo comprising four elongated panels of impervious 

film adapted to substantially match the elongated sides, top and bottom of the container and 

first and second end panels to complete the liner. An access opening is provided along at least 

one side panel for loading and unloading cargo. Claim 1 requires a closure that seals the liner 

against moisture to protect the cargo. Claim 1 3 requires that the end panels have a length less 

than the length of the other panels, while claim 17 requires that the end panels are 

"uninterrupted" and "free of any openings." As explained in detail in the Background of the 

Invention section of appellant's specification, the need met by the present invention is 

"providing a system for cargo shipping containers, characterized by a side, rather than end 

door for transfer of the cargo into and out of the container." (p. 2, lines 17-19). 
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1. The '284 Patent fails to teach or suggest the limitations of the 

CLAIMS 

The inventions recited in claims 1,13, and 1 7 are in stark and total contrast to the liner 
disclosed in the '284 Patent, which as admitted by the Examiner simply does not teach a liner 
having an opening on a side panel corresponding to the top, bottom, or side of an elongated 
container. Rather, it shows the conventional opening formed in the end panel of the liner, 
which obviously would not meet the need identified by the appellant and fulfilled by the 
inventions of claims 1, 13, and 17. Accordingly, since these claims clearly distinguish 
between the end panels and the side panels and plainly describe the location of the opening, 
it is believed that the '284 Patent does not suggest the inventions claimed therein. Since no 
other evidence is cited as allegedly supplying the teaching missing from this reference or 
suggesting this modification, it is respectfully submitted that a prima facie case of 
obviousness is lacking. See Manual of Patent Examining Procedure § 2143.03 (stating that 
"[t]o establish prima facie obviousness of a claimed invention, all claim limitations must be 
taught or suggested by the prior arf') (emphasis added) (citations omitted). 

Precedential decisions of the Court of Appeals for the Federal Circuit fully support 
appellant's position in this regard. For example, in the decision of In re Fritch, 972 F.2d 
1260, 23 USPQ2d 1780 (Fed. Cir. 1992), the Federal Circuit overturned an Examiner's 
determination regarding the obviousness of a claimed invention. In the course of doing so, 
it explained that: 
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[o]bviousness cannot be established by combining the teachings of the prior art 
to produce the claimed invention, absent some teaching or suggestion 
supporting the combination. Under section 103, teachings of references can be 
combined only if there is some suggestion or incentive to do so. Although 
couched in terms of combining teachings found in the prior art, the same 
inquiry must be carried out in the context of a purported obvious 
^ modification^ of the prior art. The mere fact that the prior art may be 
modified in the manner suggested by the Examiner does not make the 
modification obvious unless the prior art suggested the desirability of the 
modification. 

Id. at 1784 (emphasis added). The highlighted point was further emphasized in the more 
recent decision of In re Lee, 277 F.3d 1338, 61 USPQ2d 1430 (Fed. Cir. 2002), in which the 
court held that the Board of Patent Appeals and Interferences improperly relied upon 
"common knowledge and common sense" of a person of ordinary skill in the art to find a 
claimed invention obvious. Instead, the court emphasized the need for "objective evidence" 
on this point, as opposed to subjective speculation. 

Here, not even a scintilla of objective evidence indicates that anything in the prior art 
"suggested" the proposed modification to the liner disclosed in the '284 Patent. Rather, the 
Examiner takes "official notice" that "it would be obvious. . .to place the opening at a location 
in the liner corresponding to where there is an opening in the container." While it is easy for 
the Examiner using hindsight to conclude subjectively that the inventions of claim 1,13, and 
17 are "obvious," ostensibly because it is not terribly complex technology, the position 
advanced fails to consider that the only suggestion in the '284 Patent is to provide a liner with 
an opening in a narrow end panel. While the end opening admittedly corresponds to the door 
of the container, this does not fairly support the conclusion that it would thus be "obvious" 
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to provide the opening in a different, elongated side panel of the liner, merely to accommodate 

a door in a type of container not even shown in the reference. This is simply speculation 

based on hindsight using the appellant's teaching as a blueprint, which is of course never 

proper. See, e.g., C.R. Bard, Inc. v. MS Sys., Inc., 157 F.3d 1340, 1352, 48 USPQ2d 1225, 

1232 (Fed. Cir. 1998) (describing "teaching or suggestion or motivation" to make a 

modification as an "essential evidentiary component of an obviousness holding"); In re Fine, 

837 F.2d 1071, 1075, 5 USPQ2d 1596, 1600 (Fed. Cir. 1988) (evidence of teaching or 

suggestion "essential" to avoid hindsight); Interconnect Planning Corp. v. Feil, 774 F.2d 

1 132, 1138, 227 USPQ 543, 547 (Fed. Cir. 1985) ("The invention must be viewed not with 

the blueprint drawn by the inventor, but in the state of the art that existed at the time."). 

2. The Examiner's proposed modification would change the 
principle of operation the invention described in the '284 patent 

Appellant concedes that the '284 Patent "suggests" and, in fact, expressly discloses 

providing an opening in an end panel of a liner. However, if a "similar" liner with the 

opening in the end panel disclosed in the '284 Patent were used in an elongated container with 

a side door, it would not work! This is because the liner disclosed in this patent includes 

elongated sides and short ends, and it is one of the short ends that includes the "access" 

opening. If such a liner were inserted in a container with a side door, the elongated side 

panels would face the short ends of the container when erected, and thus would not match (as 

required in claims 1,13, and 17). Moreover, these elongated sides could not be moved into 

contact with the ends of the container in an easy and efficient manner, such as by using 
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positive or negative air pressure. Instead, some deformation or stretching of these panels 
would be required to make the rearrangement, which is not only extraordinarily difficult to 
accomplish, but also deleteriously risks tearing or perforating the liner (which even the '284 
Patent acknowledges is of critical importance). Since a moisture-proof liner is required by 
the industry, such tearing would essentially render it ineffective for its intended purpose. 
Section 2143.01 of the Manual of Patent Examining Procedure provides that "[i]f the 
proposed modification . . . of the prior art would change the principle of operation of the prior 
art invention being modified, then the teaching . . . [is] not sufficient to render the claims 
prima facie obvious." (emphasis added). In this instance, modifying the liner in the Examiner 
proposed manner would "change the principle of operation" of the "prior art invention" 
disclosed in the '284 Patent, which at col. 7, 11. 47-48 explains that "[o]nce the container has 
reached its destination some means must be provided to tilt the container" (emphasis added). 
Moreover, this patent teaches that ". . .as the container empties it is tipped to allow the bulk 
material to flow down towards the unloading end of the liner" (col. 8, 11. 4-6, emphasis 
added). 

Clearly, the inventors of the technology shown in the '284 Patent only contemplated 
having an opening in the end of the liner, not in the side panel of the liner as required by 
claims 1,13, and 17. Furthermore, modifying the liner as proposed would not allow for the 
desired "flow" of materials discussed in the '284 Patent as being an advantage of the 
invention. Even if a corresponding container, such as a rail car, was capable of tilting on its 
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side, the contents of the container would not flow to the unloading end of the liner. Instead, 
only a portion of the contents would exit the side opening of the container, while the 
remainder would be pressed against the side wall of the container. Since the proposed liner 
modification would dramatically change the operation of "prior art invention" disclosed in the 
'284 Patent, the prima facie case of obviousness is lacking. Moreover, there is absolutely no 
mention of the "uniterrupted" end panels, "free of any openings," as required by claim 17. 
In fact, use of such "uniterrupted" end panels would render the '284 Patent inoperative 
because the cargo could not be unloaded in the only manner taught by this patent. 

During prosecution, the only passage cited by the Examiner as allegedly suggesting the 
proposed modification merely states that ". . .there is provided a device for transporting bulk 
material in a shipping vehicle having walls, one of which defines a door opening and doors 
attached thereto. . ." '284 Patent, Col. 2, 11. 25-28 (emphasis added). Rather than suggesting 
that "the door to the container can be in any of the walls to the container," this passage merely 
states that one of the walls defines a door opening. To stretch this passage as proposed would 
require the entire elongated side wall of the container "define" a door opening. Not only 
would this result in a structurally unsound container, but it would render the '284 Patent 
inoperable. In particular, if the entire side wall defines the door of the container, portions of 
the liner would simply fall out of the container when it is tilted, as must be done for emptying 
the contents of the container according to the '284 Patent. Clearly, this is not the end result 
desired by this patent, which teachings must be construed in pari materia rather than in the 
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piecemeal approach taken by the Examiner. See MPEP § 2141.03 {"A prior art reference 

must be considered in its entirety, i.e., as a whole , including portions that would lead away 

from the claimed invention.") (emphasis added). 

3. The Examiner's proposed modification would require a 
complete redesign of the invention described in the '284 patent 

Additionally, if a second access opening is added to the elongated side panel of the 
4 2 84 Patent liner to accommodate a container with a side door, the Examiner fails to explain 
how one would deal with the openings on the end panel, which would ostensibly face a side 
wall of the container and would be rendered useless. If the position is that the end openings 
would simply be moved to the side, this is a structural modification of the prior art without 
any teaching or suggestion to do so. Even if this patent is presumed to disclose that the 
opening is provided adjacent to a door in the container, this cannot be considered per se to 
teach or suggest what is now being claimed: a liner with an elongated side having an access 
opening, which is intended for use in a container having a side door, when in fact there is 
nothing in the reference to suggest such an arrangement. 

Simply put, the c 284 Patent does not even contemplate providing an access opening in 
an elongated side panel of a liner, as opposed to the end panel. Rather, like all cited prior art, 
it simply discloses the conventional access opening in the end panel. As explained above, the 
two liners are not interchangeable, and no prior art arising in the nearly 30 years since the 
application that matured into the '284 Patent is identified that suggests the modification made 
by the appellant, as now embodied in claims 1,13, and 17. This belies the position that it 
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would have been "obvious" to simply place the opening at the location corresponding to the 

door in the container, which is based on subjective speculation alone, rather that the 

"objective" evidence that the precedential case decisions expressly require. 

As noted above, the suggested rearrangement requires a substantial reconstruction or 

redesign of the liner described therein or, stated another way, a "structural modification." In 

the case of In re Ratti, 270 F.2d 810 123 USPQ 349 (CCPA 1959), the Court of Customs and 

Patent Appeals encountered a similar situation regarding an examiner's assertion of 

"obviousness" that would have required a substantial redesign of the device disclosed in the 

prior art. The CCPA found that the examiner's assertion of "obviousness" was improper 

because the combination of references relied on required "substantial reconstruction and 

redesign of the elements shown." Specifically, the court observed that: 

[w]e hold, further, that the combination of [references] ... is not a proper 
ground for rejection of the claims here on appeal. This suggested combination 
of references would require a substantial reconstruction and redesign of the 
elements shown in [reference 1] as well as a change in the basic principles 
under which the . . . construction was designed to operate. Once appellant had 
taught how this could be done, the redesign may, by hindsight, seem to be 
obvious to one having ordinary skills. . . However, when viewed as of the time 
appellant's invention was made, and without the benefit of appellant's 
disclosure, we find nothing in the art of record which suggest appellant's novel 
[invention] . . . 

Id. at 352 (emphasis added). Similarly, in Ex parte Chicago Rawhide Manufacturing 
Company, [NO WEST CITE] 223 USPQ 351(Bd. Pat. App. & Inter. 1984), the Board 
rejected an examiner's assertion of "obviousness," recognizing that the elements of the cited 
prior art must be arranged in a different manner from that disclosed in the cited references. 
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In particular, the Board observed that: 

The mere fact that a worker in the art could rearrange the parts of the reference 
device to meet the terms of the claims on appeal is not by itself sufficient to 
support a finding of obviousness. 

Id. at 353 (emphasis added). 

As admitted by the present examiner, the '284 patent only shows the conventional 

opening formed in the end panel of the liner, and suggests that a "similar" liner (i.e., one with 

an opening in a narrow end) could be "applied to a shipping vehicle having side walls." Just 

like in Ex parte Chicago Rawhide and In re Ratti, the assertion that it would be "obvious" 

to rearrange the prior art liner to have an opening on an elongated side panel is specious, 

since such would require a "substantial reconstruction and redesign of the elements" of the 

'284 patent. As observed by the Board in Ex parte Chicago Rawhide, supra, "[t]he prior art 

must provide a motivation or reason for the worker in the art, without the benefit of the 

appellant's specification, to make the necessary changes in the reference device."(emphasis 

added). As fully established above, such motivation or reason to make the changes in the 

reference device that the Examiner suggests is lacking in the present record. Therefore, the 

rejections of claims 1,13, and 17 on "obviousness" grounds are wholly improper and must 

be reversed. 

The rejections of dependent claims 5 and 6 must also fail for similar reasons. Claim 
5 requires that the opening is along the mid-point of one of the elongated side panels. Since 
the '284 Patent does not even teach providing such an opening in a side panel, it certainly 
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cannot teach or suggest providing it at a mid-point of an elongated panel. Moreover, even 
if the opening in the liner disclosed in the '284 Patent were provided at the mid-point of the 
end panel (which it is not, and the examiner does not contend otherwise), it is emphasized 
that this liner would not work in a container with a side door, since the elongated sides of that 
liner would not "substantially" match the corresponding sides of the container. Rather than 
explaining why the '284 Patent or something else in the art suggests providing the opening 
at the midpoint, the Examiner simply makes a "shotgun" rejection of this claim without 
providing any substantive analysis. The specific requirements of the claim are ignored, 
which is reversible error. See MPEP § 2143.03 (8 th ed., rev. 1, February 2003) (recognizing 
in the obviousness context that "[a]ll words in a claim must be considered in judging the 
patentability of that claim against the prior art."). 

As for claim 6, the examiner contends that the '284 Patent teaches "access openings 
for containers having openings on one or more sides depending on the configuration of the 
container," but cites to no portion of the document as supplying this teaching. Appellant's 
Counsel has scoured this reference, but finds that it is limited to providing one or more 
access openings on a single end panel of a liner. It simply does not contemplate providing 
openings in a second side panel substantially opposite the first opening, as expressly required 
by the claim. This is because the '284 Patent liner is for use on a trailer or other container 
including doors on only a single end. Thus, it certainly cannot "suggest" this modification, 
and no other convincing line of reasoning is proffered to explain why a skilled artisan would 
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want to provide a second opening at the opposite end of the liner disclosed in the '284 Patent, 
when the opening would simply face the end wall of the trailer near the cab, which is always 
closed. 

B. The '284 Patent in Combination With the '197 Patent 
Fails to Render Claims 3, 4, 12, and 16 Obvious 

With regard to claims 3 and 4, the examiner admits that the '284 Patent fails to "teach 
the liner and tubes as being a plastic sheet material joined by heat welding of the mating 
surfaces." However, the '197 Patent also fails to supply this teaching, and the record 
otherwise lacks any objective evidence of it. The '197 Patent never makes direct reference 
or allusion to a liner with "an access opening along at least one side panel," nor a liner and 
"open tube" formed of plastic sheet and a heat seal bead. Similarly, with regard to claim 12, 
the '197 Patent never mentions use of an air source in conjunction with a liner with "an 
access opening along at least one side panel." 

Claim 1 6 requires "a manifold including a plurality of orifices for enabling installation 
of the liner via air pressure." In the July 5, 2006 Office Action, the examiner never identifies 
where either of the ' 197 or '834 Patents teach this limitation. In fact, besides grouping this 
claim with claims 3, 4, and 12, the examiner does not even mention claim 16! Since neither 
the '197 nor the '834 Patent teach or suggest the "manifold" of claim 16, and the examiner 
has failed to even make an attempt at establishing a case of prima facie obviousness, this 
claim should be allowed. 
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In view of these deficiencies in the examiner's rejections and the teachings of these 
patents, no prima facie case of obviousness has been established for claims 3, 4, 12, and 16. 

C. The '284 Patent in Combination With the '862 Patent 
Fails to Render Claims 7 and 8 Obvious 

Similarly, with regard to claims 7 and 8, the examiner again fails to identify where the 

'284 and c 862 Patents teach or suggest each and every limitation of these claims. Claim 7 

clearly requires that "the side panels include folds to allow expansion." Nowhere does the 

' 862 Patent show side panels including folds to allow expansion, nor does the examiner make 

an assertion to the contrary. Instead, the examiner identifies the "opposing horizontal gussets 

22 and 24," as constituting these folds. Even if one were to construe the gussets 22 and 24 

as the folds in claim 7, they are not in the side panels! The '862 Patent only shows gussets 

in the end panels. 

Moreover, claim 8 further requires that the end panels are formed by "folded end 
sections" of the side panels and a heat seal bead extending across the folds. The examiner's 
rejection simply does not cite the necessary substantial, objective evidence to support a prima 
facie case of obviousness, since each and every limitation required is not found in the 
combination of the '284 and '862 Patents. 

D. The '284 Patent in Combination With the '906 Patent 
Fails to Render Claims 14 and 18 Obvious 

With regard to the requirement of claims 14 and 18 that the claimed liner is 
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freestanding, the '284 Patent goes to great lengths to discuss an elaborate connector system 
to retain the liner. In contrast, the '906 Patent teaches a liner that does not require an 
elaborate connector system. The author of the '906 Patent agrees with this assertion, as he 
or she disparages the '284 Patent in the "Description of Prior Art" ('906 Patent, col. 1, 11. 
35-40). 

The Federal Circuit has held that "[e]lements of separate prior patents cannot be 
combined when there is no suggestion of such combination anywhere in those patents." ACS 
Hospital Systems, Inc. v. Montefwre Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933 
(Fed. Cir. 1984) (emphasis added). There is clearly no suggestion of a free-standing liner 
with a side panel opening anywhere in the '284 or '906 Patents. Indeed, the '906 Patent 
teaches away from such by requiring an elaborate connector system. Accordingly, the cited 
combination of patents is improper and fails to establish a case of prima facie obviousness. 

E. The '284 Patent in Combination With the '834 Patent 
Fails to Render Claim 15 Obvious 

As previously discussed, the '284 Patent only contemplates having an opening in the 

end of the liner, not in the side panel of the liner. The '834 Patent discloses a container 100 

having openings 108 positioned at the ends of the container 100 for applying suction to draw 

a membrane section 3h toward the openings for installation of the membrane 3h install a 

membrane section 3h. Section 2143.01 of the Manual of Patent Examining Procedure 
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provides that "[i]f the proposed. . . combination of the prior art would change the principle 
of operation of the prior art invention being modified, then the teachings of the references 
are not sufficient to render the claims prima facie obvious!' (emphasis added). 

In this instance, the examiner's proposed combination would completely change the 
"principle of operation" disclosed in the '834 Patent. Specifically, this patent requires the 
openings 108 for installation of the membrane section 3h. Utilizing the liner having 
openings in the end, as taught in the '284 Patent, would prevent installation of the membrane 
section 3h. As suction is applied to the openings 108 the air would be drawn out of an 
interior of a liner having openings in the end (the only configuration taught in the 4 2 84 
patent), as opposed to drawing a portion of the liner toward the ends of the container 100. 
Since the proposed combination would dramatically change the operation of the "prior art 
invention," this would prohibit installation of the membrane section 3h as taught in the ' 834 
patent, the prima facie case of obviousness is lacking and claim 15 should be allowed. 

In summary, appellant has addressed and met every rejection set forth in the Office 
Action and asseverates that all of the rejected claim meet the statutory requirements for 
patentability. Thus, it is respectfully requested that all outstanding rejections of claims 1-8 
and 12-18 be reversed and that the present application be remanded to the examiner with 
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instructions for immediate allowance. 



Respectfully submitted, 



KING 




Andrew D. Dor 
Registration No. 4T7713 



247 North Broadway 
Lexington, Kentucky 40507 
(859) 252-0889 
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VIIL Claims Appendix 

The claims on Appeal read as follows: 

1 . (Original) A moisture proof liner for an elongated container for use in 
shipping cargo, comprising: 

four elongated panels of impervious film adapted to substantially match the 
elongated sides, top and bottom of said container; 

first and second end panels to complete said liner; 

an access opening along at least one side panel adapted for loading and 
unloading said cargo; and 

a closure for said opening to seal said liner against moisture to protect the 

cargo. 

2. (Original) The liner of Claim 1 , wherein said access opening includes an open 
tube attached at one end to extend laterally from said opening to thereby form a passage for 
loading and unloading said cargo. 

3 . (Original) The liner of Claim 2, wherein said liner and said tube are formed of 
plastic sheet and a heat seal bead extending around said orifice between said one side panel 
and the adjacent one end of said tube. 

4. (Original) The liner of Claim 3, wherein said closure is formed by a tie around 
the tube adjacent the other end and adapted to be tucked inside said container after loading. 

5. (Original) The liner of Claim 1, wherein the access opening is approximately 
at the mid-point of said one side panel. 

6. (Original) The liner of Claim 1 , wherein is provided a second access opening 
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including a tube in the second side panel substantially opposite the first opening for also 
loading/unloading said cargo and a second closure for said second opening. 

7. (Previously Presented) The liner of Claim 1 , wherein the side panels include 
folds to allow expansion for substantially filling said container when said panels are fully 
extended. 

8. (Previously Presented) The liner of Claim 7, wherein said first and second end 
panels are formed by folded end sections of the side panels and a heat seal bead extending 
across the folds of said end sections. 

9. -11. (Withdrawn) 

12. (Previously Presented) The liner of claim 1 in combination with a source of 
air for erecting the liner. 

13. (Previously Presented) A liner for an elongated container for use in shipping 
cargo, comprising: 

four elongated panels of impervious film adapted to substantially match the 
elongated sides, top and bottom of said container, each of said elongated panels having a first 
length; 

first and second end panels to complete said liner, each of said first and second 
end panels having a second length less than the first length; and 

an access opening along at least one side panel adapted for loading and 
unloading said cargo. 

1 4. (Previously Presented) The liner of claim 13, wherein said liner is free-standing 
when erected in said container. 
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1 5 . (Previously Presented) The liner of claim 1 3 , wherein said first and second end 
panels are free of any openings. 

16. (Previously Presented) The liner of claim 13 in combination with a manifold 
including a plurality of orifices for enabling installation of the liner via air pressure. 

17. (Previously Presented) A liner for an elongated container for use in shipping 
cargo, comprising: 

elongated top, bottom, first side and second side panels of impervious film 
adapted to substantially match the elongated top, bottom and sides of said container; 

uninterrupted first and second end panels free of any openings to complete said 

liner; 

a first access opening along said first side panel adapted for loading and 
unloading said cargo; and 

a second access opening along said second side panel substantially opposite 
said first opening for also loading and unloading said cargo. 

1 8. (Previously Presented) The liner of claim 1 7, wherein said liner is free-standing 
when erected in said container. 



19.-20. (Withdrawn) 
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IX. Evidence Appendix 



NONE 



% 
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X, Related Proceedings Appendix 



NONE 



